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MODERN LEGAL MEANS OF TRANSFER OF INTELLECTUAL PROPERTY RIGHTS

For the development of the national economy, an effective system of legal support of relations is formed, which
is formed as a result of transformation of intellectual activity results into innovative products and innovations,
introduction of intellectual property rights into economic turnover.

Given the expansion and complexity of ways to commercialize intellectual property rights in connection with the
acquisition of these rights of various qualities, it is important to study not only the statutory agreements on the disposal
of intellectual property rights, but also to develop other legal forms that mediate acts of transfer objects of intellectual
property in the field of management.

The purpose of the article is to refine the scientific and theoretical provisions on the legal forms of transfer of
intellectual propertyrightsin the field of management. The ways of involving intellectual property rightsin the economic
turnover within the framework of corporate, contractual, mortgage legal relations are revealed. It is established that
the specificity of these relations leaves its mark on the legal forms of transfer of intellectual property rights. It has been
found that with the complication of economic relations, the spheres and ways of involving intellectual property rights
in economic turnover are expanding. Thus specificity of mechanisms of realization of the specified ways of transfer of
the rights causes necessity of working out of the legal form adequate to this specificity.

It is proved that economic and legal regulation of transfer of intellectual property rights does not provide proper
definition and differentiation of legal forms of transfer of intellectual property rights in the organization and
implementation of economic activities, which should take into account the broad economic potential of these rights.
The study substantiates the types of legal forms of transfer of intellectual property rights in the field of management
in the case of these rights as: contribution to the formation of the authorized capital of the business organization,
contribution to joint activities (simple partnership); use as a subject of pledge and subsequent alienation of the pledged
property right as aresult of foreclosure on it. On thisbasis, a conclusion was made about the expediency of improving the
economic and legal regulation of relations in the field of transfer of intellectual property rights in terms of normative
definition of types of legal forms of transfer of these rights.

Key words: property rights of intellectual property; intellectual property object; legal form; contract; transfer of
rights; economic turnover.

Berosa T. I. CYYACHI IIPABOBI 3ACOBH ITEPEJAHHS ITPAB IHTEJIEKTY AJIbHOI BJIACHOCTI

Ilns po3BUTKY HAIiOHAJIHHOI €KOHOMIKM (hopMyeThcs e(eKTHMBHA CHCTEMAa IIPABOBOTO 3a0e3NeuyeHHS BiTHOCHH,
AKa (OpMYETHCA B Pe3YJIbTaTi TpaHchopMallili pesyabTaTiB iHTENIEKTYaJbHOI AiAJbHOCTI B iHHOBAI[iMHI MPOAYKTH Ta
iHHOBAIlii, BIPOBaKEHH IIPAB iHTEeIEeKTYyaJbHOI BJIACHOCTI B FOCIOAAPChbKUIT 060POT.

YpaxoByoun pO3IIMPEHHA Ta CKJIANHICTD NMIIAXIB KoMepliaiisaimii mpaB iHTeJIeKTyaJbHOI BIACHOCTI y 3B 3Ky
3 HAOYTTAM MU IIpaBaMu Pi3HOI SKOCTi, BAXKJMUBUM € He JIMIIEe BUBUEHHSA CTATYTHUX JOTOBOPIB IIPO POSMOPAMKEHHS
IIpaBaMU iHTeJIEKTYaJbHOI BJIACHOCTI, a i po3po0Ka iHIMuX IpaBOBUX (OPM, TOCEPETHUIIBK] aKTH mepefaHHd 00 eKTiB
iHTeJIeKTyaIbHOI BJIACHOCTI Y cepy rocmogapioBaHH.

Meroto cTaTTi € yTOUHEHHA HAYKOBO-TEOPETUYHIX MOJI0KEHD III0/I0 TPABOBUX ()OPM II€PEeJaHHSA IPAB iHTEIEKTyaJIb-
HOI BJIacHOCTi y c(epi rocmomapioBanusg. Po3KpuTo NMIIAXY 3aJyUeHHS IpaB iHTeJeKTyaJIbHOI BJIACHOCTI /10 Tocmogap-
CbKOT0 000POTY B paMKax KOPIOPATUBHUX, TOTOBipHUX, iTOTEUHNX MPABOBIIHOCHH. ¥ CTaHOBJIEHO, IO cenudika mux
BiflHOCWH HaKJajae CBiif BifOMTOK Ha IMpaBOBi (hopMHU IepeJaHHS IIPaB iHTEJIeKTYaJbHOI BJACHOCTI. ¥ CTaHOBJIEHO, III0
3 YCKJIQAHEHHAM eKOHOMIUHUX BiTHOCHH POBIINPIOIOTHCA ChepH Ta CIOCO0U 3aIyUeHHS IPAB iHTEIeKTyaJbHOI BJACHOCTL
JI0 Tocriofapcbkoro obopoty. Ilpu nromy crmenudika MexanismiB peasisallii 3asHaueHNX CI0CO0iB Iepesayi mpas 3yMOB-
JII0€ HeOOXifHiCTh PO3pOOKY aeKBaTHOI 1Iit cierudiri mpaBoBoi Gopmu.

IloBemeHo, 1110 EKOHOMiKO-TIPaBOBe PETYJII0OBAHHA IIepeJaHHA IPaB iHTEJIeKTYaIbHOI BIACHOCTI He 3a0e31euye HaIeMX-
HOTO BM3HAUEHHA Ta AudepeHmiamnii npaBoBux (popM mepejaHHA IPaB iHTEIEKTYaJ bHOI BJIACHOCTI IIiJ yac opraHisaiii
Ta 3MifiCHEeHHS TOCIOAAPChKOI AiANTBHOCTI, 1110 Ma€ BPaXOBYBATH ITMPOKHUI eKOHOMIUHUI OTEHIIIAJ I[UX IpaB. ¥ JOCIi-
I'KeHHi 00T DYHTOBaHO BUAY IPABOBUX (OPM IepelaHHA IPaB iHTeNIeKTyaIbHOI BIaCHOCTI Y cepi rocmoapioBaHHA 00
TaKuX IpaB, K YHECOK ¥ (DOPMYBaHHSA CTATYyTHOTO KaIliTaJy rocoJapchbKoi opraHisallii, BHECOK y CILIbHY AifJbHICTD
(mpocTe TOBapUCTBO); BUKOPUCTAHHA AK IIPEMETA 3aCTAaBU Ta MOAAJBIINE BiTUy:KEHHA 3aCTAaBJIEHOT0 MAHOBOTO IIpaBa
BHACJIiIOK 3BepHEHHSA Ha HHOTO CTArHeHHA. Ha migcTaBi 11b0ro 3p0o6.J1eHO BUCHOBOK IIPO AOIIIBHICTD YAOCKOHAJEHHS roC-
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IT0JapChKO-IIPABOBOI'0 PETYJII0BAHHS BiTHOCHH Yy c(hepi mepefaHHA IPaB iHTeIeKTyaabHOI BJACHOCTI B YaCTHHI HOPMATHB-
HOT'O BU3HAUEHHS BUAIB IPaBOBUX (POPM MepeJaHHsd ITUX MPaB.

Karouosi crosa: MaiiHOBI IpaBa iHTeIEKTYAIbHOI BJIACHOCTI, 00’€KT iHTeIeKTyaJbHOI BJIACHOCTi, Opraisailifino-mpa-
BOBa (hopMa, KOHTPAKT, IIepeJlaHHs [IPaB, FOCIOAAPCHKUIT 000DOT.

Formulation of the problem. Under the influence
of globalization and European integration process-
es, Ukraine has chosen a course for the development
of the national economy according to the innovative
model. Achieving this goal requires an effective sys-
tem of legal support for relations, which are formed
in connection with the transformation of the results
of intellectual activity into innovative products and
innovations, the introduction of intellectual proper-
ty rights in economic turnover.

The national market of intellectual property
rights is in the process of formation. In countries
with established innovative economies, the market
for these rights is more efficient, as evidenced by
the high economic performance of its volumes. In
particular, the revenue of the United States, which
controls 43% of science-intensive products in the
world, from the export of licenses is estimated at
800 billion dollars, Germany — 520 billion dollars,
Japan — 400 billion dollars [1, p. 261]. In Ukraine,
given the optional nature of state registration of
agreements in the field of intellectual property,
the real situation regarding the types and scope of
contractual implementation of intellectual property
rights is not reliably known. In particular, in 2016,
382 copyright agreements were registered, of which
344 — on the alienation of copyright, 38 — license.
The number of registrations of agreements on the
disposal of industrial property rights was 2,152, of
which: 1,953 — the transfer of exclusive property
rights, 101 — the issuance of licenses, 98 — “open”
licenses for the use of inventions, utility models,
industrial designs [2].

At the same time, among the registered facts of
transfer of rights, acts of disposition of trademark
rights dominate, compared to a small number of
patent and license agreements. This clearly reflects
the low state of scientific and technological modern-
ization of national industry. Manufacturers focus
mainly on the acquisition of brands with a high busi-
ness reputation of the right holder, including for-
eign, rather than on the creation of a powerful high-
tech production. However, it can be argued that the
industrial property market in Ukraine has signifi-
cant development potential. Thus, as of January 1,
2018, 518,701 security documents were entered into
the state registers, including: 120,731 patents, of
which: 120 731 patent for inventions, 122,333 pat-
ents for utility models, 36,013 patents for industri-
al designs, 236,469 certificates for marks for goods
and services, 13 certificates for IMC topography [3].

Among the existing problems in the field of
transfer of intellectual property rights, the imper-
fect level of regulation of the peculiarities of legal

forms of transfer of these rights occupies a signifi-
cant place. Normative regulation is limited to gener-
al provisions on classical contractual constructions
(license agreement, agreement on creation of intel-
lectual property object, agreement on transfer of
exclusive property rights) regardless of the specifics
of all variety of both intellectual property objects
and acts of transfer of rights, therefore, in particu-
lar, in the practice of contractual regulation of these
relations, established approaches to the legal forms
of transfer of intellectual property rights have not
yet been formed.

Research analysis. Problems of legal regulation
of contractual relations in the field of intellectu-
al property are covered in the scientific works of
V.Kryzhna, V. Milash, O. Yavorska, I. Yakubivsky
and others. The issues of the place of such agree-
ments among civil law or commercial agreements,
the division of agreements in the field of intellec-
tual law according to various criteria, the state
registration of these agreements and other aspects
are studied.

At the same time, given the expansion and com-
plexity of ways to exercise intellectual property
rights in connection with their acquisition of vari-
ous qualities, it is important to study not only the
statutory agreements on the disposal of intellectu-
al property rights, but also to develop other legal
forms that mediate various acts of transfer. rights
to intellectual property in the field of management.

The purpose of the study is to refine the scien-
tific and theoretical provisions on the legal forms of
transfer of intellectual property rights in the field
of management.

Contradictions between: non-commodity essence
of intellectual property objects and commodity form
of their expression have a significant impact on the
development of the intellectual property market; the
essence of intellectual property as public property
and forms of its manifestation as private (individ-
ual) property; appropriation of the ideal content of
intellectual property objects and appropriation of
their material carriers [4]. All of them determine its
specificity.

These contradictions necessitate special legisla-
tive regulation of economic relations, which form the
basis of the turnover of intellectual property rights.
Currently, the regulatory regulation of the transfer
of intellectual property rights is based on a set of legal
requirements that establish: 1) general provisions
on economic obligations and economic agreements
defined in Chapters 19, 20 of the Commercial Code
of Ukraine [5]; general provisions on transactions,
agreements in the Civil Code of Ukraine, which are
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applied on a subsidiary basis in the absence of special
provisions in the Civil Code of Ukraine [6], 2) fea-
tures of disposition of property rights in the field of
intellectual property: Chapter 36 of the Civil Code
of Ukraine, Art. 331 of the Civil Code of Ukraine;
Chapters 75, 76 of the Civil Code of Ukraine, special
laws in the field of industrial property (parts 6-9 of
Article 28 of the Law of Ukraine “On protection of
rights toinventions and utility models” [7]; parts 4-7
of Article 20 of the Law of Ukraine “On protection of
industrial designs” [8]; Parts 7-9 of Article 16 of the
Law of Ukraine “On protection of rights to marks for
goods and services” [9].

The given location of the normative array reflects
the processes of functional specialization in law,
which, according to O. Belyanevych, is manifested
in the “load distribution” as between the norms of
one industry affiliation (general rules governing the
procedure for concluding, amending, terminating
business contracts, their content, implementation,
etc.) and special rules governing certain types of
business contracts, taking into account their specif-
ics) and the rules of civil law (general provisions on
contracts, obligations, knitting) [10].

At the same time, in the field of intellectual prop-
erty, the processes of functional specialization are
not fully provided. Economic and legal regulation
of the transfer of intellectual property rights does
not provide proper definition and differentiation
of legal forms of transfer of intellectual property
rights in the process of organization and implemen-
tation of economic activity, which should take into
account the broad economic potential of these rights
in terms of meeting the various economic interests
of economic entities.

The current legislation establishes an exhaustive
list of types of agreements on the disposal of intel-
lectual property rights: license agreement, agree-
ment on the creation and use of intellectual property
rights, agreement on the transfer of exclusive intel-
lectual property rights, other agreement on the dis-
posal of intellectual property rights (h 1 Article 1107
of the Civil Code of Ukraine) [6].

At the initial stage of development of the mar-
ket of intellectual property rights in Ukraine, these
contractual designs fully met the needs of partici-
pants in intellectual property relations. Over time,
the market has developed the practice of concluding
unnamed agreements in this area (non-disclosure
agreement, transfer of know-how) [11], as well as
mixed agreements, which contain conditions (ele-
ments) specific to different types of agreements,
including the disposal of intellectual property
rights. (contract of sale of the enterprise as a single
property complex, which includes intellectual prop-
erty rights; contract for the creation of advertising,
which defines the conditions of use of intellectual
property rights).

With the complication of economic relations
there is an expansion of areas and ways to involve
intellectual property rights in economic turnover.
Businesses are gradually realizing the possibility
of obtaining economic benefits from various acts
of commercialization of rights to intellectual prod-
ucts, in particular, by making them as a contribu-
tion to the authorized capital of a legal entity, use as
collateral, involvement in joint activities, etc. Thus
specificity of mechanisms of realization of the spec-
ified ways of transfer of the rights causes necessi-
ty of working out of the legal form adequate to this
specificity.

Not all methods of transfer of intellectual prop-
erty rights can be mediated only by enshrined in
Art. 1107 of the Central Committee of Ukraine by
contractual designs.

The transfer of intellectual property rights as a
contribution to the authorized capital of a corporate
organization gives the right holder the opportunity
to expand its economic potential, to acquire corpo-
rate rights without spending in the process of such
investment of cash, movable or immovable property.
Legislative regulation of these relations is limited to
general permits that intellectual property rights can
be transferred as a contribution to the authorized
capital of the business entity (Part 5 of Article 156,
Part 6 of Article 157 of the Civil Code of Ukraine).

In practice, participants in corporate relations
use different options for making such a contribu-
tion, in particular: draw up an act of transfer of
rights, enter into a preliminary agreement or agree-
ment of intent (if the rights are made to the new-
ly created legal entity). The Supreme Commercial
Court of Ukraine in paragraph 5.1 of the resolution
of the Plenum of October 17, 2012 Ne 12 “On some
issues of dispute resolution practice related to the
protection of intellectual property rights” states:
in addition to indicating this in the memorandum
of association requires the conclusion of a separate
agreement on the transfer of exclusive rights, and in
cases provided by law, — as well as the state registra-
tion of such a separate agreement” [12].

This approach makes sense from a practical point
of view, because, firstly, there is no separate regu-
lation of the procedure and legal form of transfer of
intellectual property rights in corporate relations,
and secondly, the law establishes a mandatory writ-
ten agreement on the disposal of such rights.

At the same time, the founding relations in the
field of creating a corporate organization have
their own specifics, which affects the legal form
of transfer of rights to intellectual property. The
founding revelation, as noted by V. Kravchuk, is
expressed externally in the form of a transaction
or administrative act of an administrative nature
(depending on the type of legal entity). In this
case, the legal entity acts as a special legal form of
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achieving the interests of the founder [13]. There-
fore, there is a difference in the mechanisms and,
accordingly, the legal form of realization of the
rights holder in the case of investing intellectual
property rights in the authorized capital and the
transfer of these rights on the basis of a license
agreement or agreement on alienation. The latest
agreements are aimed at obtaining income from
the right holder from the complete alienation of
rights or granting permission for their temporary
use, and not in acquiring the status of a member of
a corporate organization.

The mechanism of interaction of the founders in
the process of determining the conditions and proce-
dure for the formation of authorized capital is of a
different nature. Their expression of will is aimed at
determining, among other things, the legal regime
of the property of the created corporate organiza-
tion, which is fixed in the founding documents. The
functions of the latter, depending on the organiza-
tional and legal form of the legal entity, perform the
memorandum of association or charter.

In this case, if the memorandum of association
has the characteristics of a contract, the charter
is not given such a meaning (its effect is mainly
related to the definition of the principles of man-
agement and operation of the company). In view of
this, for companies that operate on the basis of the
statute (for example, limited liability companies
(LLC)) and are created by more than one person,
the law provides for the possibility, if necessary, to
enter into a “partnership agreement”, which is not
is (Article 142 of the Civil Code of Ukraine), but
is important at the stage of coordination of joint
actions of organizational and property nature to
create and ensure the activities of a legal entity, in
particular regarding the terms and procedure for
transferring property deposits.

Thus, at the stage of founding a corporate orga-
nization, the founders have a binding legal relation-
ship, but they do not aim to mediate the fact of dis-
posal of property — the contribution of the founders,
but aimed at coordinating joint actions to form the
authorized capital of the legal entity through their
contributions.

This indicates that the conclusion of a license
agreement or an agreement on the alienation of
exclusive rights for the transfer of contributions —
property exclusive rights does not correspond to
the nature and purpose of the relationship, arising
between the founders at the stage of creation of a
legal entity, as well as between the founders and the
created legal entity. The deposit of property rights
by the founder is carried out by transfer of this right,
which is made in fulfillment of obligations under the
memorandum of association or the agreement on the
establishment of the company and is confirmed by
the act of transfer of property rights.

Thus, the procedure and legal form of transfer
of intellectual property rights as a contribution to
the authorized capital of a corporate organization
includes: the conclusion of a memorandum of associ-
ation (or agreement on the establishment of a compa-
ny — for legal entities acting on the basis of the char-
ter), which contains provisions on the introduction
of intellectual property rights; transfer of rights by
the founder, which is confirmed by the act of trans-
fer; state registration of the transfer of rights to
industrial property, which are valid after their state
registration.

The use of intellectual property rights as collat-
eral is a relatively new and underdeveloped method
of contractual realization of these rights in Ukraine.
National practice in this area shows that currently
the predominant facts of involvement in the mort-
gage relationship are the rights to trademarks.

The analysis of the general provisions of the
pledge legislation gives grounds to define the legal
form of realization of intellectual property rights
within the mortgage relationship as such, which
includes: a pledge agreement, which enshrines the
will of the right holder to provide satisfaction to the
creditor an act of alienation of the pledged right,
which is committed as a result of foreclosure on it in
the manner prescribed by law or contract. To ensure
proper legal registration of the transfer of rights to
industrial property in the event of foreclosure on
them as collateral to another person (creditor, buyer
of rights to public auction, etc.) need to supplement
the range of grounds necessary for state registra-
tion of the transfer of rights to inventions, utility
models, industrial designs, marks for goods and ser-
vices, as in the bylaws such grounds include only a
license agreement and a contract for the transfer of
ownership of an invention, industrial design, mark
for goods and services. Among the documents con-
firming the fact of transfer of intellectual property
rights within the mortgage relationship, should be
provided by a notary issued a certificate of acqui-
sition of mortgaged property at public auction, a
certificate of acquisition of mortgaged property at
auction, certificate of transfer of property to the
collector or a contract to meet the requirements of
the mortgagee.

The next way to commercialize intellectual prop-
erty rights is to make them a contribution to joint
activities. The legal form of such transfer of rights
is also not defined in the legislation. In accordance
with Part 1 of Art. 1133 of the Civil Code of Ukraine,
the contribution of a participant in joint activities
is “everything he contributes to joint activities,
including cash, other property, professional and
other knowledge, skills and abilities, as well as busi-
ness reputation and business connections”. The legal
regime of joint partial ownership shall be estab-
lished in respect of the property contributed by the
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participants, unless otherwise provided by a simple
partnership agreement or law (Part 1 of Article 1134
of the Civil Code of Ukraine).

However, it should be noted that the construction
of property rights, including joint partial owner-
ship, does not apply to intellectual property rights,
the objects of which are intangible assets.

For legal mediation of introduction of intellec-
tual property rights to joint activity two models of
transfer of the rights depending on the purpose, con-
ditions of realization of joint activity, character of
relations between its participants can be applied:

1. Granting permission for temporary use of intel-
lectual property to partners in joint activities (in
this case, there will be an agreement on joint activ-
ities of a different property regime than joint par-
tial ownership, which is allowed by Article 1134 of
the Civil Code of Ukraine); such a model protects the
right holder in case of expiration of a simple partner-
ship agreement or refusal of one of the participants
to further participate in joint activities, the need
to re-register patent rights, resolve conflicts with
partners on the "division” of joint property rights,
etc.; the legal form of transfer of rights in this case
should be considered a simple partnership agree-
ment, which should contain provisions on granting
one of the participants to other participants a tem-
porary permit for the use of an intellectual property
object specifying the conditions, methods, territory
of joint use of this object (the so-called "license com-
ponent of the agreement on joint activity").

2. Transfer of property rights on the terms of its
alienation and the establishment of a regime of joint
ownership of this right by members of a simple part-
nership (ie participants in joint activities become,
for example, co-owners of a patent). This model of
transfer of deposit actually leads to the “splitting”
of powers that constitute the content of intellectual
property rights, between several entities and con-
verts the depositor from a sole proprietor to one of
the co-owners.

Thus, the specificity of the considered corpo-
rate, contractual, mortgage legal relations leaves
its imprint on the legal forms of transfer of intel-
lectual property rights. Unresolved issues of formal
and legal qualification of legal forms of transfer of
rights in these relations leads to uncertainty of the
specific mechanism of disposal of these rights, the
scope of rights of the owner and acquirer (user),
their relationship in the use of industrial property,
in case of termination of patent (certificate), inval-
idation, etc.

Conclusions. Analysis of modern legal forms
of transfer of rights to the results of intellectual

activity proves the imperfection of the legal regu-
lation of these relations. Today, the legal forms of
transfer of intellectual property rights in the case
of these rights are: contribution to the formation of
the authorized capital of a business organization,
contribution to joint activities (simple partnership);
use as a subject of pledge and subsequent alienation
of the pledged property right as a result of foreclo-
sure on it. The trend is to further expand the meth-
ods and areas of commercialization of intellectual
property rights, due to the objective need to increase
the share of innovation-oriented manufacturers,
increase their competitiveness and adaptability in
modern conditions.
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